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1. The following is a quotation of the appropriate 
paragraphs of 35 U.S.C. 102 that form the basis for the 
rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -- 

(b) the invention was patented or described in a 
printed publication in this or a foreign country or in 
public use or on sale in this country, more than one 
year prior to the date of application for patent in the 
United States. , /» ., 

2. Claims 31 and 32 are rejected, under 35 U.S.C. § 102(b) 
as being anticipated by Matsuhisa et al. 5,431,837, esp. Example 
2. While Matsuhisa et al . do not state that their compositions 
are solvents for extracting, the recitation of a new or different 
intended use does not render an old composition new or 
patentable. See In re Thuau, 1943 CD. 390; 554 O.G. 14; and In 
re Zierden, 411 F. 2d 1325; 162 USPQ 102. 

* *u 3 ' t. ? he non - sta tutory double patenting rejection, whether 
?;J?L°S V1 ? US " tyPe or non-obvious-type, is based on a judicially 
ttt d ° C ? rine grounded in public policy (a policy reflected in 
the statute) so as to prevent the unjustified or improper 
timewise extension of the "right to exclude" granted by a patent 
In re Thonngton, 418 F.2d 528, 163 USPQ 644 (CCPA 1969) • In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970) In re Van' Ornam 
686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Lolgi its fZ 

HI'O ^L US Sr 64 i%^r d - Cir - 1985); ^ ^ ^ G °°^ n 29 2d 

37 CPR i ^9i t ^f ly 5 i i e ? term i nal disclaimer in compliance with 
i7 CFR 1.321 (b) and (c) may be used to overcome an actual or 
provisional rejection based on a non- statutory double patent ina 
ground provided the conflicting application or patent is shown 9 to 
be commonly owned with this application. See 37 CFR 1.78 (d) 

* Effe ^ tive January 1, 1994, a registered attorney or 
agent of record may sign a Terminal Disclaimer. A Terminal 
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Disclaimer signed by the assignee must^ fully comply with 37 CFR 

4. Claims 1-5, 9-14, 16, 31 and 32 are provisionally 
rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claim 15 of 
copending application Serial No. 09/491,185. Although the 
conflicting claims are not identical, they are not patentably 
distinct from each other because the stated instant claims read 

on, or at least overlap, the claim of the '185 application. 

This is a provisional obviousness -type double patenting 

rejection because the conflicting claims have not in fact been 

patented. 

5. The following is a quotation of the first paragraph of 
35 U.S.C. § 112: 

S2"b£? d ' h° makS a " d Use ^™ an/™ set"orth 
out SrirStiSn' 6 ^ 1 "^ by thS lnVent - <* =™g 

6. Claims 1-5, 9-14 and 16 are rejected under 35 U.S.C. s 
112, first paragraph, as containing subject matter which was not 
described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor (s, , 
at the time the application was filed, had possession of the 
claimed invention. The proviso clauses lack antecedent basis and 
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support in the original disclosure herein and in the parent case, 
and are considered new matter. 

7. Claim 16 is rejected under 35 U.S.C. § 112, first 
paragraph, because the specification, while being enabling for 
hydrofluorocarbon, perf luorocarbon, hydrochlorof luorocarbon or 
mixtures thereof as to the non-polar halogenated solvent, does 
not reasonably provide enablement for bromo-or hydrobromo-or 
iodo-or hydroiodo-carbons as the non-polar halogenated 
hydrocarbon. The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most 
nearly connected, to make and use the invention commensurate in 
scope with these claims. Applicants specifically disclose only 
certain fully or partially chlorinated or fluorinated 
hydrocarbons, and it would involve more than routine 
experimentation on the part of one having ordinary skill in the 
art to determine which bromo-, hydrobromo-, iodo-or hydroiodo- 
carbons would be useful in the claimed solvent compositions, 
noting the different properties of bromo-or hydrobromo -and/or 
iodo-or hydroiodo-carbons vs. the per-fluoro, hydrofluoro- and 
hydrochlorof luoro- carbons . 

8. The remaining references listed on the attached Form 
PTO-1449 are cumulative to the reference applied herein, and/or 
further show the state of the art. 



Serial No. 10/081,409 
Art Unit 1712 



-5- 



communicates ?rom^he examine? s^ST^ 03 " 011 or earli « 
Levering whose telephone n^/unlt) lof It^ EXamlner 
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